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REMARKS 

In accordance with the foregoing, the specification and drawings have been amended, 
and claims 1-9 have been canceled without prejudice or disclaimer. Claims 10-20 are pending, 
with claim 10 being independent. No new matter is presented in this Amendment. 



Request for Personal Interview 

The Office Action of September 1 0, 2008, is the sixth Office Action that has been issued 
in the present application. Also, the present application was filed on October 16, 2003, and thus 
has been pending for more than five years . The Examiner's attention is directed to MPEP 
707.02, which states as follows on MPEP page 700-115: 

The supervisory patent examiners should impress their 
assistants with the fact that the shortest path to the final disposition 
of an application is by finding the best references on the first 
search and carefully applying them. 

The supervisory patent examiners are expected to 
personally check on the pendency of every application which is up 
for the third or subsequent Office action with a view to finally 
concluding its prosecution. 

Any application that has been pending five years should be 
carefully studied by the supervisory patent examiner and every 
effort should be made to terminate its prosecution . In order to 
accomplish this result, the application is to be considered "special" 
by the examiner. 

It is submitted that the present Amendment overcomes all outstanding issues and places 
the application in condition for allowance. However, in light of the lengthy prosecution of this 
application, the applicants request an interview with the Examiner and his supervisor, 
Supervisory Primary Examiner (SPE) Alford W. Kindred, before the Examiner issues another 
Office Action if the Examiner is planning riot to allow the application to discuss how the 
application can be placed in condition for allowance. 
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The Delay in Issuing the Office Action of September 10. 2008, is Excessive and Has Prejudiced 
the Applicants 

The Office Action of September 10, 2008, was issued in response to the Amendment of 
August 1 7, 2007, and thus was issued almost one year and one month after the Amendment of 
August 17, 2007, was filed. MPEP 708 states as follows on MPEP page 700-133: 

All amendments before final rejection should be responded 
to within two months of receipt. 

According to the transaction history of the present application in PAIR, the Amendment of 
August 17, 2007, was entered and forwarded to the Examiner on August 22, 2007. Thus, 
according to USPTO procedures, the Examiner was required to turn in an Office Action 
responding to the Amendment of August 1 7, 2007, for counting no later than Monday, October 
29, 2007, which was count Monday for the bi-week ending on Saturday, October 27, 2007. 
However, the Office Action of September 10, 2008, was apparently not prepared until January 
18, 2008, as indicated by the date on page 23 of the Office Action of September 10, 2008. 
Furthermore, according to the transaction history in PAIR, the Office Action of September 10, 
2008, was not counted until January 22, 2008, almost three months later than the date of 
October 29, 2007, by which it was required to have been counted. 

Furthermore, according to USPTO procedures, an Office Action must be mailed no later 
than 30 days after the date it is counted. Thus, the Office Action of September 1 0, 2008, that 
was counted on January 22, 2008, was required to be mailed by February 21 , 2008. However, 
the Office Action of September 10, 2008, was not mailed until September 10, 2008, 6-1/2 
months later than the date of February 21 , 2008, by which it was required to have been mailed. 

If the procedures of the USPTO had been followed, the Office Action of September 10, 
2008, would have been counted no later than October 29, 2007, and would have been mailed no 
later than November 28, 2007, 9-1/2 months earlier than the actual mailing date of September 
1 0, 2008. It is submitted that this 9-1/2 month delay in issuing the Office Action of September 
10, 2008, is excessive, and has prejudiced the applicants because it has caused them to lose 
part of their patent term, which runs 20 years from their U.S. filing date of October 16, 2003 . 
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Steps Taken by the Applicants to Obtain a Response to the Amendment of August 17, 2007 

On January 10 and 11, 2008, the undersigned attorney, Randall S. Svihla, left voice mail 
messages for the Examiner, Christopher B. Shin, asking about the status of the response to 
Amendment of August 17, 2007. 

On January 15, 2008, the attorney listened to a voice mail message left by the Examiner 
apparently that same day in which the Examiner indicated that he was in the process of 
preparing a response to the Amendment of August 17, 2007. 

On February 21 , 2008, the attorney left a voice mail message for the Examiner asking 
about the status of the response to the Amendment of August 1 7, 2007. 

On February 22, 2008, the attorney spoke by telephone with the Examiner, who told the 
attorney that an Office Action had been counted in January 2008, and that the Examiner had 
absolutely no control over what happens to an Office Action after it has been counted. The 
Examiner stated that he had referred the application to an Interference Practice Specialist as 
requested by the applicants in the Amendment of August 17, 2007. The attorney expressed his 
surprise at the delay in issuing the response to the Amendment of August 17, 2007, in light of the 
stringent timing requirements that the USPTO places on Examiners for responding to 
Amendments. The Examiner said that any such delay is not the applicants' concern because it 
has no effect on the applicants. The attorney explained that such a delay does in fact have an 
effect on the applicants because it cause the applicants to lose part of their patent term, which 
runs 20 years from their U.S. filing date of October 16, 2003 . The attorney was not able to verify 
that the Office Action had been counted in January 2008 because PAIR does not show the date 
that an Office Action was counted until the Office Action has been mailed. 

On August 13, 2008, according to PAIR, the Office Action still had not been mailed, so 
the attorney spoke by telephone with the Examiner's supervisor, Supervisory Primary Examiner 
(SPE) Alford W. Kindred, and asked him about the status of the Office Action. The supervisor 
stated that he did not know anything about the Office Action, but that if the Office Action had 
been counted in January 2008 and had not yet been mailed, it should be showing up on one of 
his reports, but it was not. The supervisor stated that he would look into this matter. 

On August 22, 2008, the attorney spoke by telephone with Mr. Kindred again, who stated 
that the unmailed Office Action counted in January 2008 apparently had not been showing up on 
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any of his reports because it had been flagged for a possible interference, and was being 
handled by Technology Center 2100 Interference Practice Specialist and Training Quality 
Assurance Specialist (TQAS) (or Workgroup Quality Assurance Specialist (WQAS)) Vincent N. 
Trans. The attorney then spoke with Mr. Trans, who stated that the present application had been 
awaiting his review for a possible interference for some time. However, Mr. Tran stated that he 
had not had a chance to review the application yet, and since he was getting ready to leave on 
vacation, he had decided that it would be better to send out the Office Action, so he had recently 
asked Mano Padmanabhan, who is a TQAS (or WQAS), in Technology Center 2100, to have the 
Office Action mailed. The Office Action of September 10, 2008, was mailed 19 days later, on 
September 10, 2008. 

Search Information Is Apparently Missing from the Image File Wrapper 

The Office Action of September 1 0, 2008, includes a Notice of References Cited (form 
PTO-892) on which the Examiner has cited ten new references, i.e., References B-K. The 
image file wrapper contains a document dated September 10, 2008, with a document code of 
SRFW and a document description of "Search information including classification, databases 
and other search related notes." However, the last search date listed in this document is June 
12, 2006 , which apparently relates to a search performed in connection with the Office Action of 
June 21, 2006 . Accordingly, it is not clear from the image file wrapper how the Examiner found 
the ten new references cited in the Office Action of September 10, 2008 , and it is respectfully 
requested that the Examiner update the image file wrapper to make this clear . 

The Examiner's Discussion of the Applicants' Statement of Substance of Interviews Contains 
Inaccuracies 

Pages 5-7 of the Amendment of August 17, 2007, contain a section entitled "Applicants' 
Statement of Substance of Interviews" in which the applicants have a provided statement of 
substance of interviews as required by the Interview Summaries mailed on April 12, 2007, and 
July 30, 2007, and by MPEP 713.04. The statement refers to interviews conducted between "the 
undersigned attorney" and the Examiner's supervisor at that time, Supervisory Patent Examiner 
(SPE) Donald Sparks, and between "the undersigned attorney" and the Examiner, Christopher 
B. Shin. The phrase "the undersigned attorney" in the Amendment of August 17, 2007, refers to 

14 



Application No. 10/685,694 



Randall S. Svihla, the attorney who has signed the present Amendment. The attorney Randall 
S. Svihla prepared the Amendment of August 17, 2007, for review and signature by attorney 
Michael D. Stein since the attorney Randall S. Svihla was out of town on the date the 
Amendment of August 17, 2007, was due, but inadvertently did not make it clear that the 
attorney who participated in the interviews of April 12, 2007, and June 5, 2007, was the attorney 
Randall S. Svihla. 

On pages 2-4 of the Office Action of September 1 0, 2008, the Examiner takes issue with 
some of the statements in the applicants' statement of substance of the interview of June 5, 
2007, on pages 5-6 of the Amendment of August 17, 2007. However, it is submitted that most of 
the Examiner's statements should have been presented in the Interview Summary mailed on 
July 30, 2007, for the interview of June 5, 2007, in which the Examiner states as follows: 

All of the Double Patenting Rejections were discussed & that 
delaying responding to the Double Patenting rejection (the 
applicant have [sic] delayed since 10/21/05) will further cause 
delay in the prosecution, as repeatedly casued [sic] by the 
applicant. The applicant also indicated that the delaying 
responding to the Double Patenting is intentional. 

Furthermore, it is submitted that there are some inaccuracies in the Examiner's 
statements on pages 2-4 of the Office Action of September 10, 2008, regarding the interview of 
June 5, 2007. 

On page 2 of the Office Action of September 10, 2008, the Examiner states as follows: 

On page 5-6, the statement about the interview dates, the 
examiner initiated the interview on June 5, 2005 [sic] in response 
to the SPE's request (due to the extended medical leave), not in 
response to the voice mail. 

However, the date of the interview in question was June 5, 2007, not June 5, 2005. 
Furthermore, the Examiner left voice mail messages for the undersigned attorney, Randall S. 
Svihla, on March 26, 2007, and April 13, 2007, apparently at the SPE's request due to the 
Examiner's extended medical leave. The interview of June 5, 2007, was actually conducted as a 
result of a voice mail message the attorney left for the Examiner on May 30, 2007, in which the 
attorney stated that he had reviewed the Office Action of May 17, 2007, and had some questions 
about it. 
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On pages 4 and 5 of the Office Action of September 1 0, 2008, the Examiner states as 

follows: 

Secondly, the examiner is confused to the fact that the 
applicant is trying to get an allowance by delaying responding to 
the rejection. Clearly, during the telephone interview with Mr. 
Randall Svihla, the applicant made a clear indication that the 
response to the double patenting rejection will be delayed as much 
as possible. Consequently, the examiner indicated the fact that 
the case should go to the board for the resolution of the double 
patenting issues. 

However, the undersigned attorney, Randall S. Svihla, did not state that "the response to 
the double patenting rejection will be delayed as much as possible" during the interview of June 
5, 2008, as alleged by the Examiner. Rather, the attorney explained that it would be premature 
for the applicants to amend the claims of the present application or file a terminal disclaimer in 
response to the provisional nonstatutory obviousness-type double patenting rejections because 
it is impossible to know what will ultimately be recited in the claims of the six copending 
applications corresponding to the six U.S. patent application publications relied on by the 
Examiner until after the claims have actually been patented . 

Furthermore, the attorney explained that it would be inadvisable from the applicants' 
point of view to file an unwarranted terminal disclaimer merely to overcome the provisional 
nonstatutory obviousness-type double patenting rejections because this would make the present 
application ineligible for a patent term extension under 35 USC 154(b). 

Furthermore, with respect to the Examiner's statement that "the examiner indicated the 
fact that the case should go to the board for the resolution of the double patenting issues," the 
Examiner actually said that he was prepared to go to the Board on the double patenting 
rejections, and then resolve the issue of the rejection under 35 USC 102/103 based on Lamkin 
729 after the Board has rendered its decision on the double patenting rejections. The attorney 
pointed out that this would be improper because it would amount to piecemeal prosecution , 
which the USPTO strongly discourages. 
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The Applicants Have Not Delayed Prosecution 

On pages 2-5 of the Office Action of September 10, 2008, the Examiner alleges that the 
applicants have delayed the prosecution of the present application by delaying resolving the 
double patenting issues. Furthermore, on page 6 of the Office Action of September 10, 2008, 
the Examiner states as follows: 

On page 21 [of the Amendment of August 17, 2007], in 
response to the applicant's argument of " Amending the Claims or 
filing a Terminal Disclaimer Would Be Premature " the examiner 
have [sic] communicated to the prior attorney that all the applicant 
had to do is to agree that the Terminal Disclaimer will be filed at 
the time of an allowance (i.e., [sic] this would have saved a lot of 
time); however, the present attorney of the case ignored and still 
argued that it is premature to do so. 

By "the prior attorney," the Examiner is presumably referring to attorney John H. Stowe, 
who filed the Response of October 21, 2005; the Response After Final Rejection of April 17, 
2006; and the Request for Continued Examination (RCE) of May 17, 2006. By "the present 
attorney of the case," the Examiner is presumably referring to the undersigned attorney, Randall 
S. Svihla. On page 2 of the Office Action of June 21 , 2006, the Examiner states as follows: 

a [sic] tephone [sic] interview was conducted with Mr. John 
H. Stowe in an attempt to expedite the prosecution regarding the 
issues on Double Patenting Rejection, but no agreement was 
reached. 

However, this statement by the Examiner does not indicate that "the examiner have [sic] 
communicated to the prior attorney that all the applicant had to do is to agree that the Terminal 
Disclaimer will be filed at the time of an allowance" as the Examiner has now stated on page 6 of 
the Office Action of September 10, 2008. 

The Examiner is apparently overlooking the fact that there is absolutely no need for the 
applicants to file a terminal disclaimer at least until the Examiner has established a prima facie 
case of actual nonstatutory obviousness-type double patenting rejection based on an issued 
patent , and the actual nonstatutory obviousness-type double patenting rejection is the only 
rejection outstanding in the present application. 

Here, the Examiner has made only provisional nonstatutory obviousness-type double 
patenting rejections based on pending applications , and there are other rejections outstanding in 
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the present application. Furthermore, it is submitted that the Examiner has not established a 
prima facie case of nonstatutory obviousness-type double patenting for at least the reasons 
discussed in the Response After Final Rejection of April 17, 2006; the Request for 
Reconsideration After Final Rejection of February 28, 2007; the Amendment of August 17, 2007, 
and in the present Amendment. 

It is clear from the Examiner's statements during the interview of June 5, 2007, and on 
pages 2-6 of the Office Action of September 1 0, 2008, that the Examiner would prefer that the 
applicants file a terminal disclaimer now, or at least agree to file a terminal disclaimer when the 
application is otherwise in condition for allowance. However, it is submitted that it is 
unreasonable for the Examiner to expect the applicants to either file a terminal disclaimer now or 
agree to file a terminal disclaimer when the application is otherwise in condition for allowance 
until the Examiner has met his burden of establishing a prima facie case of actual nonstatutory 
obviousness-type double patenting rejection based on an issued patent . In light of this, it is 
submitted that it is inaccurate for the Examiner to allege that the applicants have delayed the 
prosecution of the present application by delaying resolving the double patenting issues. 

Specification and Drawing Amendments 

FIGS. 1, 2, and 12 have been amended to change ®, ©, ®, ©, ©, and © to#1, #2, #3, 
#4, #5, and #6, respectively. 

FIGS. 1 and 17 have been amended so that all labels are oriented in the same direction 
as the view, and to provide lead lines where necessary. 

FIGS. 2 and 12 have been amended so that no labels cross lines. 

FIG. 6 has been amended to change "FILES TO BE PRELOAD" in operation 606 to 
"PRELOADED FILES." 

FIG. 8 has been amended to change "DRAWS" in operation 801 to "READS." 

FIG. 16 has been amended to change "THERTO" in the label on the line between 
operations 1603 and 1605 to "THERETO," and to change "USE OF DESIGNATED MARKUP 
DOCMENTS" in operation 1610 to "OF DESIGNATED MARKUP DOCUMENTS IN USE." 
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Paragraphs [0007] and [0068] have been amended to be consistent with the changes 
made to FIGS. 1, 2, and 12. 

Paragraph [0020] has been amended to change "be" to "being." 

Paragraph [0063] has been amended to change "draws" to "reads" to correct a 
translation error. 

Paragraph [0064] has been amended to change "901b" to "902a" to be consistent with 
FIG. 9A. 

Paragraph [0073] has been amended to change "draws" to "retrieves" and to change 
"drawn" to "retrieved" to correct translation errors. 

Paragraph [0079] has been amended to change "predetermine" to "predetermined" to 
correct a typographical error. 

Paragraph [0085] has been amended to change "retrieves" to "retrieve" to correct a 
typographical error; to change "transfers" to "transmits" to be consistent with FIG. 16; and to 
change "presented" to "presents" and to insert "of after "value" to correct typographical errors. 

Paragraph [0086] has been amended to be consistent with FIGS. 12, 17, and 20. 

Paragraph [0090] has been amended to change "IsCashed" to" IsCached" and to change 
"HTM" to "HTML" to correct typographical errors. 

Paragraph [0091] has been amended to be consistent with FIGS. 12, 17, and 20 and 
paragraph [0086]. 

Paragraph [0095] has been amended to delete "a carrier wave medium" from the list of 
examples of permanent or removable storage on which the process and data structures of the 
present invention can be stored and distributed in accordance with the decision of the Court of 
Appeals for the Federal Circuit in In re Nuijten, 500 F.3d 1346, 84 USPQ2d 1495 (Fed. Cir. 
2007), in which the Court held that a signal is energy and not a tangible medium so as to not 
statutory subject matter under 35 USC 101 . 

However, it is submitted that one of ordinary skill in the art would understand from 
paragraph [0095] as originally filed that the process and data structures of the present invention 
can be distributed over a carrier wave, and accordingly paragraph [0095] has been amended to 
make this point clear. 
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Provisional Nonstatutory Obviousness-Type Double Patenting Rejections 

The Provisional Nonstatutory Obviousness-Type Double Patenting Rejections Are Improperly 
Based on U.S. Patent Application Publications Rather Than the Underlying Copending U.S. 
Applications Themselves 

On pages 6-20 of the Office Action of September 10, 2008, the Examiner has 
provisionally rejected claims 1-9 of the present application under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over various claims of U.S. Patent 
Application Publication Nos. 2003/0049017 (two different provisional rejections), 2004/0139394, 
2004/0139395, 2004/0141716, and 2004/0143853, and has provisionally rejected claim 1 of the 
present application under the judicially created doctrine of obviousness-type double patenting as 
being unpatentable over claims 1-18 of U.S. Patent Application Publication No. 2004/0247292. 
However, it is submitted that a provisional nonstatutory obviousness-type double patenting 
rejection must be based on a copending application , not on a publication of the copending 
application . See, for example, form paragraph 8.35 and Examiner Note 1 thereto, which state as 
follows on MPEP page 800-24 (emphasis by underlining in the original): 

H 8.35 Provisional Rejection, Obviousness Type Double Patenting 
-No Secondary Reference(s) 

Claim [1] provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being 
unpatentable over claim [2] of copending Application No. [3]. 
Although the conflicting claims are not identical, they are not 
patentably distinct from each other because [4]. 

This is a provisional obviousness-type double patenting 
rejection because the conflicting claims have not in fact been 
patented. 

Examiner Note: 

1 . This form paragraph should be used when the conflicting 
claims are in another copending application . 

It is submitted that at least one reason why a provisional nonstatutory obviousness-type 
double patenting rejection must be based on a copending application , not on a publication of the 
copending application , is because the claims of the copending application may change during 
the prosecution of the copending application, whereas the claims of the publication do not 
change, and it is the claims that are actually pending in the copending applicatio n that determine 
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whether a provisional nonstatutory obviousness-type double patenting rejection based on the 
copending application is warranted. 

For at least the foregoing reasons, it is submitted that the provisional nonstatutory 
obviousness-type double patenting rejections are improper because they are based on U.S. 
Patent Application Publication Nos. 2003/0049017, 2004/0139394, 2004/0139395, 
2004/0141716, 2004/0143853, and 2004/0247292, rather than on copending Application Nos. 
10/170.419, 10/686.521, 10/686.537. 10/685.699, 10/685,697, and 10/797,055 respectively 
corresponding thereto. 

The Examiner Has Set Forth Two Different Provisional Nonstatutory Obviousness-Type Double 
Patenting Rejections Based on U.S. Patent Application Publication No. 2003/0049017 

On pages 7-8 and 17-18 of the Office Action of September 10, 2008, the Examiner has 
set forth two different rejections in which the Examiner has provisionally rejected claims 1-9 
under the judicially created doctrine of obviousness-type double patenting as being unpatentable 
over claims 1-55 of U.S. Patent Application Publication No. 2003/0049017, which is a publication 
of copending Application No. 10/170,419. However, the explanations of the two rejections are 
different . In the explanation of the first rejection, the Examiner relies only on claims 17, 29, and 
30 of the '017 publication, rather than on claims 1-55 as indicated in the statement of the first 
rejection, while in the explanation of the second rejection, the Examiner relies only on claims 5^. 
7, 8, 17, 26, 29, and 30 of the '017 publication, rather than on claims 1-55 as indicated in the 
statement of the second rejection. It is not understood how both rejections can be correct, or 
why two rejections are necessary, and accordingly it is presumed that one of the rejections was 
included by mistake in the Office Action of May 17, 2007. In any event, the inclusion of two 
different rejections with two different explanations has made it impossible for the applicants to 
respond to the rejections without speculating about which rejection the Examiner actually 
intended to make. 

The above arguments were also presented on pages 17 and 18 of the Amendment of 
August 17, 2007. In response to these arguments, the Examiner states as follows on page 5 of 
the Office Action of September 10, 2008: 

On pages 17-18, the two respective rejections are directed 
to two different interpretations of the claims and the teachings of 
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the double patenting rejections; therefore, the applicant should 
respond each separately [sic]. 

It is noted that the Final Office Action of December 4, 2006, includes a provisional 
nonstatutory obviousness-type double patenting rejection based on U.S. Patent Application 
Publication No. 2003/0049017 on pages 2 and 3, and includes a provisional nonstatutory 
obviousness-type double patenting rejection based on U.S. Patent Application Publication No. 
2004/0148627 on page 7. Similar provisional nonstatutory obviousness-type double patenting 
rejections based on U.S. Patent Application Publication Nos. 2003/0049017 and 2004/0148627 
also appear in the Office Action of July 22, 2005, the Final Office Action of January 1 7, 2006, 
and the Office Action of June 21, 2006. 

In contrast, the Offices Action of May 17, 2007, and September 10, 2008, include two 
provisional nonstatutory obviousness-type double patenting rejections based on U.S. Patent 
Application Publication No. 2003/0049017, and no provisional nonstatutory obviousness-type 
double patenting rejection based on U.S. Patent Application Publication No. 2004/0148627. 

However, based on the above statement by the Examiner in the Office Action of 
September 10, 2008, it is presumed that the inclusion of the two provisional nonstatutory 
obviousness-type double patenting rejections based on U.S. Patent Application Publication No. 
2003/0049017 in the Office Actions of May 17, 2007, and September 10, 2008, was intentional , 
and that the Examiner has intentionally withdrawn the provisional nonstatutory obviousness-type 
double patenting rejection based on U.S. Patent Application Publication No. 2004/0148627 set 
forth in the Office Action of July 22, 2005, the Final Office Action of January 17, 2006, the Office 
Action of June 21 , 2006, and on page 7 of the Final Office Action of December 4, 2006. 

The Examiner's Explanations of the Nonstatutory Obviousness-Type Double Patenting 
Rejections Do Not Comply with the Requirements of MPEP 804(II)(B)(1) 

On pages 6-20 of the Office Action of September 10, 2008, the Examiner has set forth 
seven provisional nonstatutory obviousness-type double patenting rejections in which the 
Examiner has provisionally rejected claims 1-9 of the present application over various claims of 
U.S. Patent Application Publication Nos. 2003/0049017 (two different rejections), 2004/0139394, 
2004/0139395, 2004/0141716, 2004/0143853, and 2004/0247292. However, it is submitted that 
none of the Examiner's explanations of these rejections complies with the requirements of an 
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obviousness-type double patenting rejection set forth in MPEP 804(II)(B)(1) , which states as 
follows on MPEP pages 800-21 and 800-22 (emphasis by underlining added): 

Since the analysis employed in an obviousness-type 
double patenting determination parallels the guidelines for a 35 
U.S.C. 103(a) rejection, the factual inquiries set forth in Graham v. 
John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), that are 
applied for establishing a background for determining obviousness 
under 35 U.S.C. 103 are employed when making an obvious-type 
double patenting analysis. These factual inquiries are summarized 
as follows: 

(A) Determine the scope and content of a patent claim 
relative to a claim in the application at issue; 

(B) Determine the differences between the scope and 
content of the patent claim as determined in (A) and the claim in 
the application at issue; 

(C) Determine the level of ordinary skill in the pertinent art; 

and 

(D) Evaluate any objective indicia of nonobviousness. 

The conclusion of obviousness-type double patenting is 
made in light of these factual determinations. Any obviousness- 
type double patenting rejection should make clear: 

(A) The differences between the inventions defined by the 
conflicting claims — a claim in the patent compared to a claim in 
the application; and 

(B) The reasons why a person of ordinary skill in the art 
would conclude that the invention defined in the claim at issue is 
anticipated by, or would have been an obvious variation of, the 
invention defined in a claim in the patent. 

The Examiner's explanation of each of the seven provisional rejections consists of a 
table in which the Examiner has listed the elements of the claims of the present application and 
the corresponding elements of the claims of one of the U.S. Patent Application Publication. 
However, the Examiner's explanation of the provisional rejection does not make clear what the 
Examiner considers the differences between the two inventions to be as required by MPEP 
804(II)(B)(1) set forth above, but leaves the applicants to guess at what the Examiner considers 
the differences to be. 
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Furthermore, the Examiner's explanation of each of the seven provisional rejections 
contains the following statement, wherein "xxx" is used to stand for the last three digits of the 
number of the U.S. Patent Application Publication the Examiner is relying on: 

Therefore, it would have been obvious at the time the invention 
was made to one having ordinary skill in the art to come up with 
the claimed invention from the teachings of the (xxx), since the 
(xxx) reference teaches the substantially identical/equivalent 
teachings for performing the substantially identical results. 

However, it is submitted that the Examiner has not explained how one of ordinary skill in 
the art would have modified the claims of the (xxx) reference "to come up with" the claims of the 
present application, and the reasons why one of ordinary skill in the art would have done this. 
Assuming arguendo that "the (xxx) reference teaches the substantially identical/equivalent 
teachings for performing the substantially identical results" as alleged by the Examiner, it is 
submitted that this mere fact does not make clear the reasons why one of ordinary skill in the art 
would have modified the claims of the (xxx) reference "to come up with" the claims of the 
present application. 

On page 3 of the Office Action of September 10, 2008, the Examiner states as follows: 

More specifically, the examiner also indicated to Mr. Randall Svihla 
that the teachings of the COPENDING PUBLICATION used in the 
double patenting rejection is owned by the same assignee and 
share many common assignee [sic] & there is no reason why, as 
one having ordinary skill in the art" [sic] does not understand the 
"substantially identical teachings" of the copending publications. 

However, it is submitted that the Examiner cannot simply allege that one of ordinary skill 
in the art should be able to understand the provisional rejections. Rather, it is submitted that the 
Examiner is required to provide an explanation that can be understood by persons that are not of 
ordinary skill in the art as to why a person of ordinary skill in the art would conclude that the 
invention defined in the claims of the present application is anticipated by, or would have been 
an obvious variation of, the invention defined in the claims of the six copending applications 
corresponding to the six U.S. Patent Application Publications the Examiner is relying on at least 
so that the Examiner's rejections can, if necessary, be reviewed on appeal by the administrative 
patent judges of the Board of Patent Appeals of the U.S. Patent and Trademark Office, the 
judges of the United States Court of Appeals for the Federal Circuit, the judges of the United 
States District Court for the District of Columbia, and the justices of the United States Supreme 
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Court, who are not persons of ordinary skill in the art. It is submitted that the Examiner has not 
provided an explanation of the rejection that can be understood by persons that are not of 
ordinary skill in the art . 

Furthermore, on pages 5 and 6 of the Office Action of September 10, 2008, the Examiner 
states as follows: 

On pages 17-21 [of the Amendment of August 17, 2007], 
the applicant's arguments of comparison between the claimed 
recitations between [sic] the (017) publication and the present 
claims are not supported by the present claims in terms of 
FUNCTION of the term, and how the FUNCTION is ACTUALLY 
UTILIZED in the context of the claim, unless applicant specifically 
& expressly define [sic] the claimed definition in the claim & 
specification. For example, there is no difference between the 
"content decoder" & "AV" in terms of the decoding contents in 
relation to markup [sic] document in the context of the claimed 
invention for reproducing AV data using a markup document. 
Therefore, they both are substantially identical with the difference 
already discussed in the rejection rational [sic] detail. 

However, although the applicants have carefully reviewed these statements by the 
Examiner, they do not understand what the Examiner is trying to say. Accordingly, it is 
respectfully requested that the Examiner clarify what he is trying to say in the next Office Action . 

For at least the foregoing reasons, it is submitted that the Examiner has not established a 
prima facie case of obviousness-type double patenting with respect to the seven provisional 
nonstatutory obviousness-type double patenting rejections set forth on pages 6-20 of the Office 
Action of September 10, 2008. 



Provisional Rejection 1 

Claims 1-9 have been provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-55 of U.S. Patent 
Application Publication No. 2003/0049017, which is a publication of former copending 
Application No. 10/170,419, for the reasons set forth on pages 7 and 8 of the Office Action of 
September 10, 2008. This is the first of two provisional rejections based on claims 1-55 of U.S. 
Patent Application Publication No. 2003/0049017. 
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It is submitted that this provisional rejection is moot because former copending 
Application No. 10/170,419 is now abandoned . A Notice of Abandonment was mailed on 
September 1 2, 2007, in former copending Application No. 1 0/1 70,41 9 indicating that former 
copending Application No. 10/170,419 is abandoned for failure to respond to the Office Action of 
January 12, 2007, issued in former copending Application No. 10/170,419. This Notice of 
Abandonment was mailed almost one year before the mailing date of September 10, 2008 , of 
the Office Action of September 10, 2008, issued in the present application, and more than four 
months before the date of January 18, 2008 , that appears on page 23 of the Office Action of 
September 10, 2008, and is presumably the date the Examiner prepared the Office Action of 
September 10, 2008. 

Furthermore, it is submitted that this provisional rejection is moot because claims 1-9 of 
the present application have been canceled in this Amendment. 

Provisional Rejection 2 

Claims 1-9 have been provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-24 of U.S. Patent 
Application Publication No. 2004/0139394, which is a publication of copending Application No. 
1 0/686,521 , for the reasons set forth on pages 8-1 0 of the Office Action of September 1 0, 2008. 

Although the Examiner refers to claims 1-24 of the '394 publication in the statement of 
the provisional rejection, the Examiner relies only on claims 1-9, 11, 14, 15, and 22 of the '394 
publication in the explanation of the provisional rejection. Accordingly, it is not understood what 
role, if any, claims 10, 12, 13, 16-21, 23, and 24 of the '394 publication play in the provisional 
rejection. 

Furthermore, the provisional rejection is based on claims 1-24 of the '394 publication, 
which are claims 1-24 of copending Application No. 10/686,521 as originally filed . However, 
copending Application No. 10/686,521 is being examined by Examiner Nathan E. Price of Art 
Unit 21 94, and the claims of copending Application No. 1 0/686,521 have been amended during 
the prosecution of copending Application No. 10/686,521 , such that the provisional rejection is 
based on an outdated set of claims , and is therefore moot . 
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Furthermore, it is submitted that this provisional rejection is moot because claims 1-9 of 
the present application have been canceled in this Amendment. 

Provisional Rejection 3 

Claims 1-9 have been provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 2-4 and/or 6-7 of U.S. 
Patent Application Publication No. 2004/0139395, which is a publication of copending 
Application No. 10/686,537, for the reasons set forth on pages 10-12 of the Office Action of 
September 10, 2008. 

Although the Examiner refers to claims 2-4 and/or 6-7 of the '395 publication in the 
statement of the provisional rejection, the Examiner relies on claims \J_ of the '395 publication in 
the explanation of the provisional rejection. Accordingly, it is not understood why the Examiner 
did not include claims 1 and 5 of the '395 publication in the statement of the provisional rejection. 

Furthermore, the provisional rejection is based on claims 1-7 of the '395 publication, 
which are claims 1-7 of copending Application No. 10/686,537 as originally filed . However, 
copending Application No. 10/686,537 is being examined by Examiner Nathan E. Price of Art 
Unit 21 94, and the claims of copending Application No. 1 0/686,537 have been amended during 
the prosecution of copending Application No. 10/686,537 , such that the provisional rejection is 
based on an outdated set of claims , and is therefore moot . 

Furthermore, it is submitted that this provisional rejection is moot because claims 1-9 of 
the present application have been canceled in this Amendment. 

Provisional Rejection 4 

Claims 1-9 have been provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-24 of U.S. Patent 
Application Publication No. 2004/0141716, which is a publication of copending Application No. 
10/685,699, for the reasons set forth on pages 12-15 of the Office Action of September 10, 
2008. 



27 



Application No. 10/685,694 



Although the Examiner refers to claims 1-24 of the 716 publication in the statement of 
the provisional rejection, the 716 publication contains only claims 1-11 , and in the explanation of 
the provisional rejection, the Examiner relies only on claims 1-3, 5, 6, and 8-11 of the 716 
publication. Accordingly, it is not understood why the Examiner referred to non-existent claims 
12-24 of the 716 publication in the statement of the provisional rejection, and what role, if any, 
claims 4 and 7 of the 716 publication play in the provisional rejection. 

Furthermore, it is submitted that this provisional rejection is moot because claims 1-9 of 
the present application have been canceled in this Amendment. 

Provisional Rejection 5 

Claims 1-9 have been provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-20 of U.S. Patent 
Application Publication No. 2004/0143853, which is a publication of copending Application No. 
10/685,697, for the reasons set forth on pages 15-17 of the Office Action of September 10, 
2008. 

Although the Examiner refers to claims 1-20 of the '853 publication in the statement of 
the provisional rejection, the Examiner relies only on claims 5, 7, 8, 11, 14, 16, and 18 of the '853 
publication in the explanation of the provisional rejection. Accordingly, it is not understood what 
role, if any, claims 1-4, 6, 9, 10, 12, 13, 15, 17. 19. and 20 of the '853 publication play in the 
provisional rejection. 

Furthermore, it is submitted that this provisional rejection is moot because claims 1-9 of 
the present application have been canceled in this Amendment. 

Provisional Rejection 6 

Claims 1-9 have been provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-55 of U.S. Patent 
Application Publication No. 2003/0049017, which is a publication of former copending 
Application No. 10/170,419, for the reasons set forth on pages 17 and 18 of the Office Action of 
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September 10, 2008. This is the second of two provisional rejections based on claims 1-55 of 
U.S. Patent Application Publication No. 2003/0049017. 

It is submitted that this provisional rejection is moot because former copending 
Application No. 10/170,419 is now abandoned . A Notice of Abandonment was mailed on 
September 12, 2007, in former copending Application No. 10/170,419 indicating that former 
copending Application No. 1 0/1 70,41 9 is abandoned for failure to respond to the Office Action of 
January 12, 2007, issued in former copending Application No. 10/170,419. This Notice of 
Abandonment was mailed almost one year before the mailing date of September 10, 2008 , of 
the Office Action of September 10, 2008, issued in the present application, and more than four 
months before the date of January 18, 2008 , that appears on page 23 of the Office Action of 
September 10, 2008, and is presumably the date the Examiner prepared the Office Action of 
September 10, 2008. 

Furthermore, it is submitted that this provisional rejection is moot because claims 1-9 of 
the present application have been canceled in this Amendment. 

Provisional Rejection 7 

Claim 1 has been provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-18 of U.S. Patent 
Application Publication No. 2004/0247292, which is a publication of former copending 
Application No. 10/797,055, for the reasons set forth on pages 19 and 20 of the Office Action of 
September 10, 2008. 

It is submitted that this provisional rejection is moot because former copending 
Application No. 10/797,055 is now abandoned . A Notice of Abandonment was mailed on August 
13, 2008, in former copending Application No. 10/797,055 indicating that former copending 
Application No. 1 0/797,055 is abandoned for failure to respond to the Office Action of December 
28, 2007, issued in former copending Application No. 10/797,055. This Notice of Abandonment 
was mailed almost one month before the mailing date of September 10, 2008 , of the Office 
Action of September 10, 2008, issued in the present application. 

Furthermore, it is submitted that this provisional rejection is moot because claims 1-9 of 
the present application have been canceled in this Amendment. 
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Claim Rejections Under 35 USC 102 

Claims 1-20 have been rejected under 35 USC 102(e) as being clearly anticipated by 
Kim et al. (Kim 766) (U.S. Patent Application Publication No. 2004/0184766) or KR-1 0-2003- 
0016629. 

Claims 1-20 have been rejected under 35 USC 102(e) as being clearly anticipated by 
Kim et al. (Kim '816) (U.S. Patent Application Publication No. 2004/0181816) or KR-1 0-2003- 
0014164. 

Claims 1-20 have been rejected under 35 USC 102(e) as being clearly anticipated by 
Yoon et al. (Yoon) (U.S. Patent Application Publication No. 2004/0175154) or KR-1 0-2003- 
0014161. 

The rejections of claims 1-9 are moot because claims 1-9 have been canceled in this 
Amendment. 

The rejections of claims 10-20 are respectfully traversed. 

KR-1 0-2003-001 6629 is the Korean priority application of Kim '766; KR-1 0-2003- 
0014164 is the Korean priority application of Kim '816; and KR-1 0-2003-001 41 61 is the Korean 
priority application of Yoon. However, the Examiner did not list KR-1 0-2003-001 6629, KR-10- 
2003-0014164, and KR-1 0-2003-001 41 61 on the Notice of References Cited (form PTO-892) 
attached to the Office Action of September 10, 2008, as required by MPEP 707.05(c), which 
states as follows on MPEP page 700-119: 

In citing references for the first time, the identifying data of 
the citation should be placed on form PTO-892 "Notice of 
References Cited," a copy of which will be attached to the Office 
action. 

Furthermore, the Examiner did not provide copies of these references with the Office 
Action of September 10, 2008, as required by MPEP 707.05(a), which states as follows on 
MPEP page 700-116: 

Copies of cited foreign patent documents and non-patent 
literature references (except as noted below) are automatically 
furnished without charge to applicant together with the Office 
action in which they are cited. Copies of the cited references are 
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also placed in the application file for use by the examiner during 
the prosecution. 

Accordingly, it is submitted that the Examiner has not established a prima facie case of 
anticipation with respect to KR-1 0-2003-001 6629, KR-10-2003-0014164, and KR-10-2003- 
0014161 because the Examiner has not provided the evidence required to support such a prima 
facie case, i.e., copies of KR-1 0-2003-001 6629. KR-10-2003-0014164. and KR-1 0-2003- 
0014161 . 

In order to complete the record of the prosecution of the present application, t is 
respectfully requested that the Examiner list KR-1 0-2003-001 6629, KR-10-2003-0014164, and 
KR-1 0-2003-0014161 on a Notice of References Cited (form PTO-892) in the next Office Action 
as required by MPEP 707.05(c), and provide copies of these references with the next Office 
Action as required by MPEP 707.05(a) so that these copies will be placed in the image file 
wrapper of the present application. 

Furthermore, 35 USC 102(e) relied on by the Examiner as the basis for the rejection 
states as follows (emphasis added): 

A person shall be entitled to a patent unless — 

(e) the invention was described in — (1 ) an application 
for patent, published under section 122(b), by another filed in the 
United States before the invention by the applicant for patent or (2) 
a patent granted on an application for patent by another filed in the 
United States before the invention by the applicant for patent, 
except that an international application filed under the treaty 
defined in section 351 (a) shall have the effects for the purposes of 
this subsection of an application filed in the United States only if 
the international application designated the United States and was 
published under Article 21(2) of such treaty in the English 
language. 

Thus, the only references that can be relied on in a rejection under 35 USC 102(e) are 
U.S. patent application publications and U.S. patents . Since KR-1 0-2003-001 6629, KR-10- 
2003-0014164, and KR-1 0-2003-001 41 61 are Korean applications , they cannot be relied on in a 
rejection under 35 USC 102(e). 

Furthermore, since KR-1 0-2003-001 6629, KR-10-2003-0014164, and KR-1 0-2003- 
0014161 are Korean applications , rather than publications of Korean applications, it is submitted 
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that they cannot be relied on in a rejection under any other section of 35 USC 102, at least 
based solely on the Korean applications themselves. 

The entire explanation of these rejections provided by the Examiner reads as follows: 

The above 1 02(e) rejections are directed to clearly anticipated 
rejections and one skilled artisan in the art should understand the 
teachings of Kim and Yoon Publications. The applicant should 
carefully consider the entire teachings of the respective documents 
before responding to this office action. 

The Examiner has apparently used form paragraph 7.15.03 to provide the statement of 
this rejection. Form paragraph 7.15.03 appears in MPEP 706.02(i) on MPEP page 700-46, and 
reads as follows: 

U 7. 15.03 Rejection, 35 U.S.C. 102(e), No Common 
Assignee or Inventor(s) 

Claim [1] rejected under 35 U.S.C. 102(e) as being [2] 

by [3]. 

Examiner Note 6 to form paragraph 7.15.03 appears in MPEP 706.02(i) on MPEP page 
700-47, and reads as follows: 

6. In bracket 2, insert either -clearly anticipated- or 
-anticipated- with an explanation at the end of the paragraph. 

Thus, MPEP 706.02(i) appears to authorize the rejection of a claim as being clearly 
anticipated by a reference without providing any explanation whatsoever of the rejection, which 
is basically what the Examiner has done here. However, the MPEP does not actually discuss 
such a "clearly anticipated" rejection or provide any guidance as to when such a rejection may 
be made. 

Furthermore, while this practice may have been permissible in the past, it is submitted 
that an Examiner can no longer make such a "clearly anticipated" rejection in light of the 
decision in Ex parte Levy, 17 USPQ2d 1461, 1462 (Bd. Pat. App. & Inter. 1990) in which the 
Board of Patent and Appeals states as follows (emphasis added): 

The factual determination of anticipation requires the 
disclosure in a single reference of each and every element of the 
claimed invention. (Citations omitted.) Moreover, it is incumbent 
upon the examiner to identify wherein each and every facet of the 
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claimed invention is disclosed in the applied reference . (Citation 
omitted.) 

It is submitted that the decisions of the Board of Patent Appeals and Interferences are 
binding precedent that must be followed by the Examining Corps . Accordingly, it is submitted 
that the Examiner has not established a prima facie case of anticipation because the Examiner 
has not identified wherein each and every facet of claims 10-20 is disclosed in U.S. Patent 
Application Publication Nos. 2004/0184766. 2004/0181816. and 2004/017515 and KR-1 0-2003- 
0016629. KR-1 0-2003-001 41 64, and KR-1 0-2003-0014161 as reguired by Levy . 

Also, although the Korean filing date of March 6, 2003 , of KR-1 0-2003-001 41 61 and KR- 
10-2003-0014164 and the Korean filing date of March 17. 2003 , of KR-1 0-2003-001 6629 are 
before the U.S. filing date of October 16, 2003 , of the present application, it is submitted the 
Examiner cannot rely on the Korean filing dates in a rejection under 35 USC 1 02(e) or any other 
section of 35 USC 102, at least based solely on the Korean applications themselves. 

Furthermore, although the Korean filing date of March 6, 2003 , of KR-1 0-2003-001 41 61 
and KR-1 0-2003-001 41 64, the Korean filing date of March 17. 2003 . of KR-1 0-2003-001 6629, 
and the U.S. filing date of September 25, 2003 , of U.S. Patent Application Publication Nos. 
2004/0184766, 2004/0181816, and 2004/017515 are before the U.S. filing date of October 16, 
2003 , of the present application, they are afte r the Korean filing date of October 17, 2002 , of 
Korean Application No. 2002-63631 , one of the eight Korean priority applications of the present 
application. A certified copy of Korean priority Application No. 2002-63631 was filed in the 
present application on January 20, 2004 , and is in the image file wrapper of the present 
application. An English translation of Korean priority Application No. 2002-63631 and a 
Certification of Translation stating that the English translation is accurate were filed on October 
21, 2005 , in the present application pursuant to 37 CFR 1 .55(a) and MPEP 201 .1 5 to perfect the 
applicants' claim for foreign priority under 35 USC 119(a)-(d) with respect to any claims of the 
present application that are supported by Korean priority Application No. 2002-63631, and are in 
the image file wrapper of the present application. 

It is submitted that claims 10-20 of the present application are supported by Korean 
priority Application No. 2002-63631 . Accordingly, it is submitted that U.S. Patent Application 
Publication Nos. 2004/0184766, 2004/0181816, and 2004/017515 and KR-1 0-2003-001 6629, 
KR-1 0-2003-001 41 64, and KR-1 0-2003-0014161 relied on by the Examiner in the rejections of 
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claims 10-20 under 35 USC 102(e) are not available as references against claims 10-20 of the 
present application because their filing dates of March 6, 2003 , March 17, 2003 , and September 
25, 2003 , are after the Korean filing date of October 17, 2002 , of Korean priority Application No. 
2002-63631. 

For at least the foregoing reasons, it is respectfully requested that the rejection of claims 
10-20 under 35 USC 102(e) as being clearly anticipated by Kim et al. (Kim 766) (U.S. Patent 
Application Publication No. 2004/0184766) or KR-1 0-2003-001 6629; the rejection of claims 10- 
20 under 35 USC 102(e) as being clearly anticipated by Kim et al. (Kim '816) (U.S. Patent 
Application Publication No. 2004/0181816) or KR-1 0-2003-001 41 64; and the rejection of claims 
10-20 under 35 USC 102(e) as being clearly anticipated by Yoon et al. (Yoon) (U.S. Patent 
Application Publication No. 2004/0175154) or KR-1 0-2003-001 41 61 be withdrawn . 

Claim Rejections Under 35 USC 102 or 103 

Claims 1-9 have been rejected under 35 USC 102(e) as anticipated by or, in the 
alternative, under USC 103(a) as obvious over Lamkin et al. (Lamkin 729) (U.S. Patent 
Application Publication No. 2005/0278729). 

Claims 25-33 of Lamkin 729 are identical to claims 1-9 of the present application 
because Lamkin 729 copied claims 1-9 of the present application as claims 25-33 of Lamkin 
729 as indicated in the Notice of Copied Claims Under 37 C.F.R. § 1.604(b) included in the 
application papers of Lamkin 729 filed on July 12, 2005. The Examiner recognizes this, and on 
pages 21 and 22 of the Office Action of September 10, 2008, the Examiner states that copied 
claims 25-33 of Lamkin 729 respectively teach all of the limitations of claims 1-9 of the present 
application . 

However, it is submitted that copied claims 2-33 of Lamkin 729 are not available as a 
reference against claims 1-9 of the present application because they were filed on July 12, 2005 , 
which is after the U.S. filing date of October 16, 2003 , of the present application, and after the 
Korean filing date of October 17. 2002 . of Korean priority Application No. 2002-63631 of the 
present application, which the applicants are entitled to rely upon as discussed above in 
connection with the rejections under 35 USC 102, and there is no support in the specification 
and drawings of Lamkin 729 for copied claims 1-33 of Lamkin 729 for at least the reasons 
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discussed on pages 9-17 of the Amendment of August 17, 2007, which are incorporated herein 
by reference . 

Furthermore, it is submitted that this rejection is moot because claims 1-9 of the present 
application have been canceled in this Amendment. 



There being no further outstanding objections or rejections, it is submitted that the 
application is in condition for allowance. An early action to that effect is courteously solicited. 

Finally, if there are any formal matters remaining after this response, the Examiner is 
requested to telephone the undersigned to attend to these matters. 

If there are any additional fees associated with the filing of this paper, please charge the 
same to our Deposit Account No. 503333. 



1400 Eye St., NW 
Suite 300 

Washington, D.C. 20005 
Telephone: (202) 216-9505 
Facsimile: (202) 216-9510 

Attachments 



Conclusion 



Respectfully submitted, 



STEIN, MCEWEN & BUI, LLP 




RaVrdall S. Svihla 
Registration No. 56,273 
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